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DETAILED ACTION 

Claim Objections 

Claims 3, 14, and 19 objected to because of the following informalities: all of the 
claims make reference to "an intellectual property right held by a manufacture of the 
genuine product". The claims, as written, make more sense were the "manufacturer" to 
hold an intellectual property right. It is assumed that the applicant intended to put 
"manufacturer". Nevertheless, appropriate correction is required. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 17-21 rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. A "program product" is not included in the statutory fields 
of subject matter. See MPEP 21 06.01 . 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-5, 7-9, and 11-21 rejected under 35 U.S.C. 102(b) as being anticipated 
by US Patent 5,974,150 (hereafter referred to as Kaish). 
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As per claims 1, 11, 12, and 17, Kaish discloses: 

• inputting means for inputting product data (see Figures 2, 3; column 25, line 50 — 
column 26, line 14); 

• first determining means for determining whether or not the product data input by the 
inputting means includes first information that is attached to a genuine product and 
that is not attached to a third party product (see Figures 1 , 2; column 9, lines 12-22, 
column 1 0, line 57 - column 1 1 , line 2); 

• second determining means for determining whether or not the product data input by 
the inputting means includes second information that is attached to only the genuine 
product (see Abstract; column 1, lines 22-25, column 9, lines 3-10); 

• third determining means for determining that a product is a counterfeit product when 
the product data input by the inputting means includes the first information and does 
not include the second information (see Abstract; Figures 4a, 4b; column 11, lines 3- 
17, column 25, line 50 - column 26, line 14). 

Claims 11, 12, and 17 are materially identical to claim 1, and are similarly rejected. 

As per claims 2, 13, and 18, Kaish discloses: 

• the product data includes image data (see Figure 1 , reference numbers 3, 8, 9, 10). 
Claims 2, 13, and 18 are materially identical to claim 1, and are similarly rejected. 

As per claims 3, 14, and 19, Kaish discloses: 
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• the product data includes image data and the first determining means determines 
whether or not the image data includes, as the first information, an image that is 
protected by an intellectual property right held by a manufacture of the genuine 
product (see Figure 1, reference number 5). 

Claims 3, 14, and 19 are materially identical to claim 1, and are similarly rejected. 

As per claims 4, 15, and 20, Kaish discloses: 

• the image comprises a registered trademark (see Figure 1 , reference number 5). 
Claims 4, 15, and 20 are materially identical to claim 1, and are similarly rejected. 

As per claims 5, 16, and 21, Kaish discloses: 

• the product data includes image data and the second determining means 
determines whether or not the image data includes, as the second information, an 
image that does not exist in a counterfeit product (see Figure 1 , reference numbers 
3, 8, 9, 10, Figures 4a, 4b; column 26, lines 28-48). 

Claims 5, 16, and 21 are materially identical to claim 1, and are similarly rejected. 

As per claim 7, Kaish discloses: 

• the inputting means is means for inputting a determination request and the product 
data from another terminal (see column 26, lines 28-47); 
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• and the information processing apparatus further comprises transmitting means for 
transmitting a determination result obtained by the third determining means to the 
another terminal (see column 25, lines 42-49). 

As per claim 8, Kaish discloses: 

• the product data includes item data that indicates a type of product (see Figure 1 ); 

• the information processing apparatus further includes a first database in which the 
first information is stored for each type of product and a second database in which 
the second information is stored for each type of product, and wherein the first 
determining means searches the first database in accordance with the item data to 
retrieve the first information and determines whether or not the input product data 
includes the retrieved first information, and the second determining means searches 
the second database in accordance with the item data to retrieve the second 
information and determines whether or not the input product data includes the 
retrieved second information (see column 25, lines 42-49). 

As per claim 9, Kaish discloses: 

• transmitting means for transmitting a determination result to a predetermined 
terminal when the third determining means determines that the product is a 
counterfeit product (column 25, lines 42-49). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 6 rejected under 35 U.S.C. 103(a) as being unpatentable over Kaish, in 
view of Official Notice. 



As per claim 6, Kaish discloses: 

• the image comprises a micro-character (see Figure 1 , reference numbers 8, 10. 
Kaish does not explicitly disclose using a micro-character to further the security of 
the system. The Examiner takes Official Notice that using micro-characters for 
providing a higher lever of visual security was well known to those skilled in the art at 
the time of the invention. These characters were well known to those skilled in the 
art at the time of the invention to provide an easily-authenticated system of physical 
objects. Due to the desire to easily authenticate items using micro-characters being 
well known to those skilled in the art at the time of the invention, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to use 
micro-characters in conjunction with the system in Kaish, to give a higher degree of 
security). 
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Claim 10 rejected under 35 U.S.C. 103(a) as being unpatentable over Kaish, in 
view of Official Notice. 

As per claim 10, Kaish discloses: 

• the inputting means inputs user information, a determination request, and the 
product data from a user terminal (see column 26, lines 28-47); 

• and the information processing apparatus further comprises transmitting means for 
transmitting a determination result obtained by the third determining means and the 
user information to a predetermined terminal (see column 25, lines 42-49. Kaish 
does not explicitly disclose that the user information is transmitted to the remote site. 
There is a desire in the system in Kaish to provide a secure method of authenticating 
products - evidence exists in column 26, lines 33 - 36. Clearly there is a desire for 
security, and sending along the authenticated user information would allow for a 
higher degree of security in the system. Additionally, it was obvious to one skilled in 
the art at the time of the invention to send usernames with secure communication, in 
order to authenticate transactions. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to send the user 
information to the remote site, in order to provide a higher level of security). 
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Conclusion 

The Examiner would greatly appreciate a translation of the Chinese Office 
Action, as mentioned by applicant's representative in the Information Disclosure 
Statement of 14 November 2005, as it would aid the Office in examination. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. A website posting entitled "Micro Characters on New 500-Yen 
Coin Found !!" concerns the usage of micro-characters for visual verification. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher C. Johns whose telephone number is 571- 
270-3462. The examiner can normally be reached on Monday-Thursday, 7:30-5, 
Alternate Fridays, 7:30-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Dixon can be reached on 571-272-6803. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Christopher Johns/ Christopher Johns 

Examiner, Art Unit 4172 Examiner 

Art Unit 4172 

/Naeem Haq/ 

Primary Examiner, Art Unit 4172 
Jan 08 



